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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1 and 2 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1 recites the limitation "a member having a greater Young's modulus than 
the first arch" in lines 21 -22. It is not clear whether this is the same member as the 
reinforcing member recited in line 3, or a different member. For purposes of examination 
the member recited in line 21 is treated as the same as the originally recited reinforcing 
member in line 3. 

Claim 2 recites the limitation "a member having a greater Young's modulus than 
the first arch" in lines 29-30. It is not clear whether this is the same member as the 
reinforcing member recited in line 6, or a different member. For purposes of examination 
the member recited in line 29 is treated as the same as the originally recited reinforcing 
member in line 6. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
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the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1 -9, 1 1 -1 3, and 1 5-1 9 are rejected under 35 U .S.C. 1 03(a) as being 
unpatentable over Kita (US Patent Application No. 2003/0005600), herein Kita '600. 

Regarding claims 1-3, 5, and 16-19, Kita '600 discloses a shoe sole having an 
outer sole (outsoles 4, 5), a midsole (3) attached to the outer sole, and a reinforcing 
member (lower portion 22 of shank member 20). The midsole has a first arch formed of 
a resin foam. The reinforcing member has a second arch covered by the first arch. The 
reinforcing member is arranged so that the top surface of the second arch is not in 
contact with part of the bottom surface of the first arch; the two arches are vertically 
spaced from one another. The non contact areas of the arches can therefore deform 
independently of one another. The first and second arches form four curved surfaces 
(paragraphs 0033, 0045; Fig. 5, 12-14). 

Regarding claims 4, 6, 8, and 12, Kita '600 discloses that the reinforcing member 
has two side portions (22a) on the medial and lateral sides which are bonded to the 
midsole so that the entire peripheral edge of the member is bonded to the midsole 
(paragraph 0050; Fig. 12-14). 
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Regarding claim 1 1 , Kita '600 discloses that the first arch may be made of foam 
of ethylene-vinyl acetate polyurethane and the reinforcing member may be made of 
non-foam of polyurethane (paragraphs 0034, 0036). 

Regarding claim 13, Kita '600 discloses that the outer sole is separated into a 
fore foot part (5) and a rear foot part (4). The fore end and rear ends parts of the 
reinforcing member are sandwiched between the outer sole and the midsole (Fig. 5). 

Regarding claim 15, Kita '600 discloses a second reinforcing member (portion 
21) (paragraph 0045). 

Kita '600 does not specifically disclose that the reinforcing member has a 
Young's modulus greater than that of the first arch of the midsole. Kita '600 does 
disclose that the reinforcing member provides increased rigidity and is made of 
thermoplastic resin as opposed to the soft elastic material of the midsole. It would have 
been obvious to one of ordinary skill in the art at the time of the invention to have made 
the Young's modulus of the reinforcing member greater than that of the first arch in 
order to allow the reinforcing member to provide a greater rigidity than the midsole. 

3. Claims 1-6, 1 1, 12, 14, 15, and 17-19 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Kita (US Patent No. 6,625,905), herein Kita '905. 

Regarding claims 1-3, 5, and 17-19, Kita '905 discloses a shoe sole having an 
outer sole (outsoles 8, 9), a midsole (3, 4, 5) attached to the outer sole, and a 
reinforcing member (lower corrugated sheet 6). The midsole has a first arch formed of a 
resin foam. The reinforcing member has a second arch covered by the first arch. The 
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reinforcing member is arranged so that the top surface of the second arch is not in 
contact with part of the bottom surface of the first arch; the two arches are vertically 
spaced from one another. The non contact areas of the arches can therefore deform 
independently of one another. The first and second arches form four curved surfaces 
(column 4, lines 17-27; Fig. 3). 




Regarding claims 4, 6, and 12, Kita '905 discloses that the reinforcing member 
has two side portions (flanges 6a) on the medial and lateral sides which are bonded to 
the midsole (column 5, lines 14-18; Fig. 3). 

Regarding claim 1 1 , Kita '905 discloses that the first arch may be made of foam 
of ethylene-vinyl acetate polyurethane and the reinforcing member may be made of 
non-foam of polyurethane (column 4, lines 31-40). 

Regarding claim 14, Kita '905 discloses that the midsole has upper (3) and lower 
(4, 5) midsole bodies. The reinforcing member is sandwiched between the upper and 
lower bodies (Fig. 3). 
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Regarding claim 15, Kita '905 discloses a second reinforcing member 
(corrugated sheet 7) (column 4, lines 23-27; Fig. 3). 

Kita '905 does not specifically disclose that the reinforcing member has a 
Young's modulus greater than that of the first arch of the midsole. Kita '905 does 
disclose that the reinforcing member provides increased rigidity and is made of 
thermoplastic resin as opposed to the soft elastic material of the midsole. It would have 
been obvious to one of ordinary skill in the art at the time of the invention to have made 
the Young's modulus of the reinforcing member greater than that of the first arch in 
order to allow the reinforcing member to provide a greater rigidity than the midsole. 

4. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kita 
'600, as applied to claims 1-6,8,11-13, and 1 5-1 9, in view of Polifroni (US Patent No. 
6,854,199). 

Kita '600 does not disclose an opening passing vertically through the second 
arch. Polifroni teaches providing openings (holes 66) passing vertically through a 
support member in order to allow ventilation through the piece to cool a wearer's foot. It 
would have been obvious to one of ordinary skill in the art at the time of the invention to 
have provided openings, as taught by Polifroni, to the reinforcing member of Kita '600 in 
order to allow ventilation to cool a wearer's foot. 
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Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SHARON M. PRANGE whose telephone number is 
(571)270-5280. The examiner can normally be reached on M-F 7:30-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mickey Yu can be reached on (571 ) 272-4562. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

IS. M. P.I 7/17/09 /J I LA M MOHANDESI/ 

Examiner, Art Unit 3728 Primary Examiner, Art Unit 3728 



